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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFk 1.1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timety. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)^] Responsive to communication(s) filed on 29 July 2004 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) 1.2.7.9-12,17.21 and 22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) 1.2. 7.9-11.17 and 22 is/are rejected. 

7) Q Claim(s) 12 and 21 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

1 2) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) S Notice of References Cited (PTO-892)' 4) □ Interview Summary (PTO-413) 

2) □ Notice of Drafts person's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20041014 
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DETAILED ACTION 



Opening Remarks 

1 . The indicated allowability of some claims is withdrawn in view of the newly 
discovered reference. Rejections based on the newly cited reference(s) follow. 
Since Applicant's Amendment did not necessitate the new grounds of rejection, 
this Office Action is NOT made Final. 

2. 
3. 

4. Claim Rejections -35USC§112 

5. The following is a quotation of the second paragraph of 35 U.SC 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claim 7 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Limitation of claim 7 amounts to double inclusion whereby it is not clear if 
the same structure is being recited twice or additional structure is being claimed. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

2. Claims 1, 2, 7, 9-11, 17, and 22 are rejected under 35 U.S.C. 102(b) as 
being anticipated by U.S. Pat. No. 5,123,548 to Milne. 

Milne '548 teaches Applicant's claim limitations including a "generally 
wedge shaped stop member" - 22 and including the pointed end, a "holder unit" 
- including 12,20, a "tether member" - 43, "means for attaching" - the adhesive 
and or screw illustrated and described. 

While admittedly, the writing instrument is not described for use in 
wedging a door, it is the examiner's position that it is inherently capable of such 
use with doors having an appropriate gap at the side or more preferable, the 
bottom. Since the claimed invention does not include the door in combination as 
part of the invention, there is no requirement that an anticipatory reference teach 
such combination. In that respect, preamble recitation of "door stop" amounts to 
little more than a statement of intended use. It has been held that a recitation 
with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ2d 1647 
(1 987). It has been held that a preamble is denied the effect of a limitation where 
the claim is drawn to a structure and the portion of the claim following the 
preamble is a self-contained description of the structure not depending for 
completeness upon the introductory clause. Kropa v. Robie, 88 USPQ 478 
(CCPA 1951 ). The law of anticipation requires that a distinction be made 
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between the invention described or taught and the invention claimed. It does not 
require that the reference "teach" what the subject patent teaches. Assuming 
that a reference is properly "prior art," it is oniy necessary that the claims under 
consideration "read on" something disclosed in the reference, i.e., all limitations 
of the claim are found in the reference, or "fully met" by it. Kalman v. Kimberly- 
Clark Corp., 218 USPQ 789. Claims in a pending application should be given 
their broadest reasonable interpretation. In re Pearson, 181 USPQ 641 (CCPA 
1974). 

As regards claims 9 and 10, opening in part 12 (for receiving part 20) 
reads on "hollow receptacle member" and part 20 reads on "bumper member". 
It's noted that "deformable resilient material" is broad since even materials such 
as steel are capable of being deformed and are inherently resilient since it is 
capable of returning to its original shape after deformation in its elastic range. It 
has been held that the recitation that an element is "capable of performing a 
function is not a positive limitation but only requires the ability to so perform. It 
does not constitute a limitation in any patentable sense. In re Hutchison, 69 
USPQ 138. 

Opening in part 12 for receiving part 50 reads on "hollow receptacle 
member" whereby reference teaches (2). 
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Allowable Subject Matter 

3. Claims 12 and 21 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

Response to Arguments 

4. Applicant's arguments with respect to the claims rejected hereinabove 
have been considered but are moot in view of the new ground(s) of rejection. 



Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Gary Estremsky whose telephone number is 
703 308-0494. The examiner can normally be reached on M-Thur 7:30-6. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Tom Will can be reached on 703 308-3870. The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



ISary Estremsky 
Primary Examiner 
Art Unit 3676 




